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DETAILED ACTION 

1 . In view of the Board Decision of February 27, 2008 affirming the rejection of 
claims 1 , 5 - 7, 9 - 19 and 21 - 28 under 103(a) over Goettmann as evidenced by 
Yamaguchi and reversing the rejection of claim 20 under 103(a) over Goettmann as 
evidenced by Yamaguchi, PROSECUTION IS HEREBY REOPENED. A new ground of 
rejection for claim 20 Is set forth below. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

New Claim Rejection - 35 USC § 103 

3. Claims 1 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nagata etal. (US 6,165,921). 

Nagata et al. is directed to a fibrous acoustical material for reducing noise 
transmission (Title). 

As to claim 1, Nagata et al. teach an acoustical material comprising first, second 
and third fibers. The first fibers have first softening point and comprise 10 - 90% by 
weight of the total weight of the fibers (Abstract and column 2, lines 45 - 55). The 
second fibers has a second softening point which is at least 30 degrees C lower than 
the first softening point and comprise by weight of the fibers (Abstract and column 2, 
lines 45 - 55). The third fibers have a third softening point which is lower than the 
second softening point and at least 80 degrees C lower than the first softening point and 
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comprise 5 - 85% by weiglit of tlie fibers (Abstract and column 2, lines 45 - 55). Tlie 
first fiber is preferably a polyester fiber having a length of 20-100 mm (column 3, lines 
19-45 and column 5, lines 55 - 69). The Examiner submits a fiber having a length 
between 20-100 mm is considered to be a "staple fiber" as claimed. The Examiner 
equates the first fibers to Applicant's "staple fibers". The second fibers can comprise a 
modified polyester fiber with a sheath-core configuration where the sheath has a 
softening point ranging from 130 to 200 degrees C (column 4, lines 9 - 30). The second 
fiber sheath is made of co-polyethylene terephthalate while the core is polyethylene 
terephthalate (column 3, lines 19-30, lines 50 - 55 and column 4, lines 9 - 20); the 
second fiber would have Applicant's claimed "concentric sheath/core coPET/PET 
configuration". The third fibers can comprise a modified polyester fiber with a sheath- 
core configuration where the sheath has a softening temperature ranging from 100 - 
170 degrees C and has a lower softening temperature than the polymer constituting the 
surface of the second fiber (column 4, lines 30 - 68 and column 5, lines 1 - 10). The 
third fiber sheath is made of a co-polyethylene terephthalate while core is polyethylene 
terephthalate (column 3, lines 19-30, column 4, lines 64 - 69, column 5, lines 1 - 10). 
The Examiner equates the second fibers to Applicant's "high melt bicomponent fibers" 
and the third fibers to Applicant's "low melt bicomponent fibers". The average fineness 
of the first, second and third fibers ranges from 1 .5 to 15 denier (column 5, lines 50 - 
55). 

As to claim 20, Nagata et al. teach the claimed invention as discussed above. It 
should be noted that the second fibers of Nagata et al. or Applicant's "high melt 
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bicomponent fibers" have a softening point ranging from 130 to 200 degrees C which 
overlap with Applicant's claimed melt flow temperature of the substituted fibers. Please 
note that if all the high melt bicomponent fibers are substituted in whole with the 
crystalline/semi-crystalline bicomponent fibers of claim 20, the same final structure 
would also anticipate this claim. Furthermore, it should be noted the bicomponent 
coPET/PET fibers are considered to be at least some level of crystalline or semi- 
crystalline as they are able to maintain a fiber form. As noted on page 6 in the 
Specification, the term "crystalline/semi-crystalline" means crystalline OR semi- 
crystalline. 

As to claim 1 , Nagata et al. teach the claimed invention above but fails to teach 
that the average fiber diameter is between 18-22 microns. It is reasonable to presume 
that average fiber diameter between 18-22 microns is inherent to Nagata et al. Support 
for said presumption is found in the use of like materials (i.e. a nonwoven made of a 
PET staple fiber, a low melt bicomponent co-PET/PET fiber and a high melt 
bicomponent co-PET/PET within Applicant's claimed ranges with an average fineness 
ranging from 1 .5 to 15 denier) which would result in the claimed property. The burden is 
upon the Applicant to prove otherwise. In re Fitzgerald 205 USPQ 594. In addition, the 
presently claimed properties would obviously have been present once the Nagata et al. 
product is provided. Note In re Best, 195 USPQ at 433, footnote 4 (CCPA 1977). 
Reliance upon inherency is not improper even though the rejection is based on Section 
103 instead of 102. In re Skoner, et al. (CCPA) 186 USPQ 80. Alternatively, Nagata et 
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al. disclose the claimed invention except for that the average diameter of the fibers is 
between 18-22 microns. It should be noted that average fiber diameter is a result 
effective variable. Nagata et al. teach that the average fineness ranges from 1 .5 to 15 
denier. It should be noted that denier and diameter of fibers are related and dependent 
on the density of the particular fiber being measured. Nagata et al. note that a 
nonwoven having an average denier of less than 1 .5 deniers is too light in weight and a 
nonwoven having a denier greater than 20 creates nonwoven web having too low of a 
ratio between the surface area and the cross section resulting in low energy absorption 
(column 5, lines 10 - 50). It would have been obvious to one having ordinary skill in the 
art at the time the invention was made to create a nonwoven having the average fiber 
diameter between 18-22 microns since it has been held that discovering an optimum 
value of a result effective variable involves only routine skill in the art. In re Boesch, 617 
F.2d 272, 205 USPQ 215 (CCPA 1980). In the present invention, one would have been 
motivated to optimize the average fiber diameter based on the desired acoustic qualities 
of the fibrous material. 



Maintained Claim Rejection - 35 USC § 103 

4. Claims 1 , 5 - 7, 9 - 19 and 21 - 28 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Goettmann (US 5,851,355) as evidenced by Yamaguchi et al. (US 
6,977,1 1 1 ). The rejection has been affirmed by the Board of Appeals on February 27, 
2008. Please see the BPAI Decision of February 27, 2008 and the Examiner's Answer 
of May 1 6, 2007 for details. 
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